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DETAILED ACTION 

Response to Amendment 

1 . The Amendment submitted on November 9, 2006, has been entered. Claims 1 - 4, 8, and 12-77 
have been cancelled. Therefore, the pending claims are 5 - 7 and 9-11. 

Claim Rejections - 35 USC§ 103 

2. The text of those sections of Title 35, U.S. Code not included in this action can be found in a 
prior Office action. 

3. Claims 5-7 stand rejected under 35 U.S.C. 103(a) as being unpatentable over JP 10287753 A in 
view of Kolstad et al. (6, 1 14,495) for the reasons of record. 

4. Claims 9 and 1 0 stand rejected under 35 U.S.C. 1 03(a) as being unpatentable over JP 1 0287753 A 
and Kolstad et al. as applied to claim 5 above, and in further view of Matsui et al. (6,174,602) for the 
reasons of record. 

5. Claim 1 1 stands rejected under 35 U.S.C. 103(a) as being unpatentable over JP 10287735A and 
Kolstad et al. as applied to claim 5 above, and in further view of Matsui et al. and Wellington Sears 
Handbook of Industrial Textiles (pages 57 - 60) for the reasons of record. 

Response to Arguments 

6. Applicant's arguments filed August 27, 2007 have been fully considered but they are not 
persuasive. The applicant argues that the claimed invention is a result of combining certain materials 
together, i.e., linear polylactic acid, wherein the polylactic resis has at least 98 mole % of the L-isomer 
and an inert content of less than 3%, less than 30 ppm of tin, and less than 0.5 wt-% of a residual 
monomer, to produce the improved properties (response, page 4). Each of these components added to the 
composition has been addressed by the rejection based on JP 102877735 and Kolstad et al. The applicant 
argues that Kolstad et al. does not teach having less than 3% of an inert content because Kolstad et al. is 
silent to the inert compound and the data shows that the yarn size in a longitudinal direction which cannot 



Application/Control Number: 1 0/0 18,732 Page 3 

Art Unit: 1794 

be considered to be uniformly linear in structure. First, it cannot be assumed that inert compound is there 
if it is not mentioned. The applicant must provide evidence which shows it present in an amount greater 
than 3% to provide support for this argument. Second with regards to the data which shows the yarn size 
in the longitudinal direction, it is unclear what data the applicant is referring to. Further, it is unclear how 
the yarn size of relates to the linear structure of the polylactic acid polymer. Without further support and 
explanation of this statement, it is not sufficient to overcome the rejection. 

7. Further, it is noted that rejection is based on a combination of references and the applicant is only 
addressing a single reference in the rejection. In response to applicant's arguments against the individual 
reference, one cannot show nonobviousness by attacking references individually where the rejections are 
based on combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re 
Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). The applicant must address the rejection 
as a whole and not just a portion of a single reference used to reject the claims. 

8. With regards to the applicant's arguments that the prior art fails to recognize the improved 
properties of the claimed invention, it has been held that as long as there is evidence of record 
establishing inherency, failure of those skilled in the art to contemporaneously recognize an inherent 
property, function or ingredient of a prior art reference does not preclude a finding of anticipation. Atlas 
Powder Co. v. IRECO, Inc., 190 F.3d 1342, 1349, 51 USPQ2d 1943, 1948 (Fed. Cir. 1999). Thus, the 
prior art does not need to specifically recognize bi-products or properties which are a result of the claimed 
process or physical structure. Further, it is noted that when the PTO shows a sound basis for believing 
that the products of the applicant and the prior art are the same, the applicant has the burden of showing 
that they are not. In re Spada, 911 F.2d 705, 709, 15 USPQ2d 1655, 1658 (Fed. Cir. 1990). Thus, the 
burden has shifted to the Applicant to provide evidence that the properties are not inherent in the prior art 
materials. In re Best, 562 F.2d at 1255, 195 USPQ at 433. Arguments of counsel cannot take the place of 
evidence. In re De Blauwe, 736 F.2d 699, 705, 222 USPQ 191, 196 (Fed. Cir. 1984). In other words, the 
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prior art is not required to recognize all properties which are present in the product or process. Therefore, 
in the absent of specific evidence showing that the combination of references would not have the claimed 
materials or the claimed properties the rejection will be maintained. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Jenna-Leigh Johnson whose telephone number is (571) 272-1472. The examiner can 
normally be reached on Monday - Friday (8:00 - 5:30). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Rena 
Dye can be reached on (57 1) 272-3 1 86. The fax phone number for the organization where this 
application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained 
from either Private PAIR or Public PAIR. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO Customer 
Service Representative or access to the automated information system, call 800-786-9199 (IN USA OR 
CANADA) or 571-272-1000. 
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Primary Examiner 
Art Unit 1794 



